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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
Claims 8 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The statements underlined in claims 8 and 9 below are vague and 
indefinite. 

Claim 8: A server apparatus registers image files from an image transmitting apparatus 
described in claim 1 and selects a requested image file when an image receiving apparatus where 
an image is sent accesses thereto, and transfers the selected Image file thereto. 

Claim 9: the apparatus according to claim 8, wherein when said image receiving 
apparatus where an image is sent accesses to thereto, a menu screen is first transmitted to said 
image receiving apparatus. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 5-15, 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bobo (U.S. Patent No. 5,675,507). 

Regarding claim 1, Bobo discloses an image transmitting apparatus comprising: 
filing means for filing image data by unit of page (col. 11, lines 11-14); 
registering means f or registering a filed image file to a server apparatus (col. 1 1, 




Application/Control Number: 09/343,728 Page 3 

.Art Unit: 2622 

lines 32-55): and 

informing means for transmitting an e-mail including a server address of said server 
apparatus to a recipient to which said image data should be transmitted (col. 8, lines 22-30). 

Regarding claim 2, Bobo discloses the apparatus according to claim 1 5 wherein said 

registering means generates image data to be transmitted in a plurality of data formats 
having a standard data format and a non- standard data format, and registers image data to said 
server apparatus (col. 19, lines 63-67 and col. 20, lines 1-5). 

Regarding claim 5, Bobo the apparatus according to claim 1, wherein a menu screen in 
which a file name of the image file to be registered to said server apparatus is registered is 
generated in a form of a structured document, and said generated menu screen is registered to 
said server apparatus (col. 8, lines 8-30) and (col. 9, lines 30-46). 

Regarding claim 6, Bobo discloses the apparatus according to claim 1, wherein when the 
image files for all pages are prepared, said registering means registers said image files to said 
server apparatus at one time (col. 10, lines 2-15). 

Regarding claim 7, Bobo discloses the apparatus according to claim 1, wherein said 

registering means sequentially registers said image files every time when the Image file 
for one page is generated (col. 1 1, lines 1 1-55). 

Regarding claim 8 (as best understood by the examiner), Bobo discloses a server 
apparatus registers image files from an image transmitting apparatus described in claim 1 selects 
a requested image file and transfers the selected Image file (col. 7, lines 38-67). 

Regarding claim 9 (as best understood by the examiner), Bobo discloses the apparatus 
according to claim 8, wherein a menu screen is first transmitted to said image receiving 
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apparatus (col. 8, lines 8-30) and (col. 9, lines 30-46). 

Regarding claim 10, Bobo discloses an image receiving apparatus comprising: 

address extracting means for extracting a server address by use of an e-mail received 
from an image transmitting apparatus; and image obtaining means for obtaining an image file by 
unit of page by accessing to a server apparatus using said extracted server address (columns 7-9). 

Regarding claim 11, Bobo discloses the apparatus according to claim 10, wherein when 
image files are registered to the server apparatus in a plurality of data formats, said image 
obtaining means selects an image file of a data format suitable for an own processing capability 
and obtains the selected image file (columns 7-9). 

Regarding claim 12 5 Bobo discloses the apparatus according to claim 10, wherein when 
said image obtaining means first accesses to the server apparatus, said image obtaining means 
reads a menu screen and displays said menu screen, and receives an selection f or an image file 
on said menu image, and obtains the selected image file from the server apparatus (col. 8, lines 
8-30) and (col. 9, lines 30-46). 

Regarding claim 13, Bobo discloses the apparatus according to claim 10, wherein when 
said image obtaining means fetches page numbers for all pages from the server apparatus and 
writes the page numbers to a print Instruction buffer, and fetches the image files having page 
numbers written to the print instruction buffer one page by one, and when a printing for one 
page is ended, said image obtaining means fetches a next page again (col. 8, lines 53-67 and col. 
9, lines 1-30). 

Regarding claim 14, Bobo discloses the apparatus according to claim 10, wherein when 
said image obtaining means writes a page number instructed to be selected to a print instruction 
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buffer, and fetches image files written to the print Instruction buffer one page by one, and when a 
printing for one page is ended, said image obtaining means fetches a next page again (col. 9 and 
col. 10, lines 1-15). 

Regarding claim 15, Bobo discloses the apparatus according to claim 10, further 
comprising a remote controller with a display separated from the main body of said apparatus, 
wherein Image data included in the image file received by the main body of said apparatus is 
transferred to said remote controller with a display so as to be displayed thereon (col. 8, 
lines 64-67). 

Regardin claim 17, Bobo discloses an image transmitting method comprising the steps of: 
filing image data by unit of page (col. 11, lines 11-14); 

generating a menu screen In which a file name of image data is registered In a form of a 
structured document (col. 8, lines 8-30); 

registering said filed image data and said menu screen to a server apparatus (col. 8, lines 
8-30); and 

transmitting an e-mail including a server address of said server apparatus to a recipient to 

which said image data should be transmitted (col. 8, lines 22-30). 

Regarding claim 18, Bobo discloses an image receiving method comprising the steps of: 
receiving an e-mail including a server address to which image data to itself is registered; 

extracting the server address from the received e-mail; accessing to a server apparatus using the 

extracted server address so as to obtain a menu screen; and obtaining Image data by unit of page 

using said menu screen (columns 7, 8 and 9). 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 3, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bobo, II (U.S. Patent No. 5,675,507) and in view of Kumar et al (U.S. Patent No. 6,240,445). 

Regarding claim 3, Bobo does not explicitly disclose the apparatus according to claim 1, 
further comprising: 

storing means storing a table in which a recipient's e-mail address, serving as a recipient, 
and a server address, serving as a registration destination for an image file, are made to 
correspond to each other; and server selecting means for selecting the server apparatus 
corresponding to said e-mail address when the recipient e-mail address is input using said table. 
Kumar et al. discloses a system capable of performing these functions (col. 7, lines 6-67 and col. 
8, lines 1-39). Therefore, it would have been obvious to a person of an ordinary skill in the art at 
the time the invention was made to combine Kumar's system with that of Bobo' s, because this 
addition would enhance the design and adds convenience for the users. 

Claim 4, is rejected under 35 U.S.C. 103(a) as being unpatentable over Bobo, II 
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(U.S. Patent No. 5,675,507) and in view of Kumar et al. (U.S. Patent No. 6,240,445) and further 
in view of Naylor et al. (U.S. Patent Application Publication No. 2002/0062363). 

Regarding claim 4, neither Bobo nor Kumar disclose the apparatus according to claim 3, 
wherein a single button dialing key number allocated to the e-mail address is registered to 
correspond to the e-mail address and said server selecting means selects a corresponding server 
apparatus when the single button dialing key number is input. Naylor et al. discloses a system 
capable of performing such functions (page 1, paragraph [0002]. Therefore, it would have been 
obvious to a person of an ordinary skill in the art at the time the invention was made to combine 
Naylor's design with that of Bobo and Kumar's, because this addition would enhance the design 
and adds convenience for the users. 

Claim 16, is rejected under 35 U.S.C. 103(a) as being unpatentable over Bobo, II 
(U.S. Patent No. 5,675,507) and in view of Tanaka, Miyoshi (JP 4 06141 122A). 

Regarding claim 16, Bobo does not disclose the apparatus according to claim 10, further 
comprising a remote controller with a display separated from the main body of said apparatus, 
wherein said remote controller with a display instructs the main body of said apparatus to write a 
page number to a print instruction buffer. Tanaka, Miyoshi discloses such system as stated in the 
absract. Therefore, it would have been obvious to a person of an ordinary skill in the art at the 
time the invention was made to combine Tanakra, Miyoshi 's design with that of Bobo because 
this addition would enhance the design and adds convenience for the users. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Houshang Safaipour whose telephone number is (703)306-4037. 
The examiner can normally be reached on Mon.-Thurs. from 6:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L Coles, Sr. can be reached on (703)305-4712. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703)872-9314 for regular 
communications and for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)306-0377. 
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